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1 )[§] Responsive to communication(s) filed on 15 January 2004 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 7-54 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-54 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claims 1-54 are pending as originally filed. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

.1. Claims 1.2.4-1 7.1 9.20.26-37. 48.49.51. and 53 are rejected under 35 U.S.C. 102(b) 
as being anticipated bv Evans et al (US 5.989.431 ). 

Evans teaches a purification device having a filter with connector to capture 
DNA, a vacuum adapter plate (manifold) with a substrate having a plurality of holes for 
accommodating the connectors of the filters - see figures 1-4, abstract and column 7 
line 63 - column 8 line 50. Capturing RNA is an intended use. Blood treatment 
components or reagents - see abstract and column 2 lines 10-67 and examples. First 
and second filters - hollow fiber and glass fiber membrane - see figure 1 . Syringe body 
- see example 4 (Also, syringe body only describes a shape - and the body has such a 
shape in figure 1 ). Evans also teaches a purification system with vacuum source, 
manifold (tray with cover), seal (inherent), plugs for unused holes, etc, and a kit as 
claimed. See column 7 lines 4-44 and examples. 
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2. Claims 1-4,11.14,16-29. 38-41, 43-47 and 48-54 are rejected under 35 
U.S.C. 102(b) as being anticipated bv Avsta et al (US 5.620.663). 

Aysta teaches a purification device having a filter with connector to capture 
nucleic acids, etc., a vacuum adapter plate (manifold) with a substrate having a plurality 
of holes for accommodating the connectors of the filters and tubular connector 
extenders, first and second filters, conical drip director, glass and polyethylene fibers 
with pore sizes in the range claimed - see figures , abstract, column 2 lines 27-51 , 
column 3 lines 23-34, column 4 lines 59-64, column 5 line 34 - column 6 line 4, and 
column 8 line 30 - column 9 line 37. Capturing RNA is an intended use. Blood 
treatment components or reagents - see abstract and column 2 lines 10-67 and 
examples. Aysta also teaches a purification system with vacuum source, manifold, seal 
(inherent), locking devices, plugs for unused holes, centrifuge, etc. 

With respect to the process claims 38-47, the reference does not specifically 
state capturing RNA, but does teach nucleic acids; and RNA is a nucleic acid. Under 
the principles of inherency, if a prior art device, in its normal and usual operation, would 
necessarily perform the method claimed, then the method claimed will be considered to 
be anticipated by the prior art device. When the prior art device is the same as a device 
described in the specification for carrying out the claimed method, it can be assumed 
the device will inherently perform the claimed process. In re King, 801 F.2d 1324, 231 
USPQ 1 36 (Fed. Cir. 1 986). The process is taught in column 4 line 59 - column 5 line 
29, including chromatographic and eluting steps. 



Application/Control Number: 10/757,865 Page 4 

Art Unit: 1723 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over Avsta. 

Claim 42 differs from the teaching of the reference in "drying" the membrane 

before eluting the RNA. However, the applicant's disclosure only describes "drying" as 

'running the vacuum' to dry the filter, which is inherent or implied in the teaching of the 

reference, since the reference also teaches using a vacuum to extract the liquid from 

the samples. "[I]n considering the disclosure of a reference, it is proper to take into 

account not only specific teachings of the reference but also the inferences which one 

skilled in the art would reasonably be expected to draw therefrom." In re Preda, 401 

F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968); In re Lamberti, 545 F.2d 747, 750, 

192 USPQ 278, 280 (CCPA 1976). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L. Walker can be reached on 571-272-1 151 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




Krishnan S. Menon 
Patent Examiner 
4/3/06 



